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. Rebonsideration anjd allowance are requested in view of the foregoing amendments 
the following remarks. . i 

35 IJ.S.C. S 103(aV Rejection f ' j ■ ' j j 



Claims 77-90 stan4 rejected under 35 U.S.C. § 103(a) as being unpatentable oveij U.S. ' 
Patent N6. : 5,040,291 to JaWsiewicz et al. ("Janisiewicz!') in view of U.S. Patent No. 5,7,68,759 to 
Hudson ("Hudson"), and in further view of U.S. Patent No. 4,675,993 to Harada ("Haraaa'), U.S. 
Patent No! 3,881,605 to Gbssman ("Grossman"), U.S, Patent No. 5,084,962 to Takahasbi et al.: ■ 
("Takahasbi-), and U.S. Patent No. 6,128,074 to Hong etj al. ("Hong"). Applicants respectfully 
traverse this rejection. ! i i . j 

,• i ■ ' i i ' 

In the present Office action, the Examiner admits that Janisiewicz fails; to teach ['fiducial 
markers and an optical fiducial marker detector, a controller, detecting the fiducial marker prior 
to retrievihg from the component feed source, detecting the fiducial maker (sic) on the j 
component prior to retrieving from the component feed source, and alignment data representing ; 
lead orientations for the component" 1 yet alleges that it ^ivould have been obvipus "to modify 
Janisiewicz by providing fiducial markers and comparing steps, as taught by Hudson, fpr^he . 
purpose of correctly positioning components on printed Circuit boards." 2 The.Examker alsoj . 
alleges that it would have=been obvious "to modify Janisiewicz by providing a printed fiducial ; 
marker detector, comparing steps and a controller, as taught by Harada, for thfe purpose^ of 
correctly positioning components on printed circuit boards." 3 The Examiner further alleges that 
it would have been obvious "to modify Janisiewicz by providing an optical fiducial maker (t ic), 
as taught by Takahashi, for the purpose of determining a component's exact position. " 4 | The 
Examiner alleges that it vtould have been obvious "to mjodify Janisiewicz by detecting jthe 



1 See Office action, p.2. 
3 Id. i 



: i 
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fiducial maker (sic) on the component prior to retrieving from the component feed sourc'e, .as ; 
taught bv Grossman, for the purpose of ehminating bad pbducts." 5 : The Examiner allegts ithat it 
would have been obvious ito modify Janisiewicz by providing alignment data representing lead ; 
orientations for the component, as taught by Hong, for, the purpose of reducingihuman errors, 

increasing : ithe accuracy and precision of the inspection ai|d productivity." ; 

While Applicants disagree with the Examiner's grounds rejections, independent flaimj 
77, 82, and 85 have been amended in order to expedite prosecution; In particular, Appricaiitsj 
have amended claims 77, 82 and 85 to recite said optical fiducial marker detector fieneratinfl | 
ali piiment data for said retrieved component in res ponse to detection of the fiducial marker on 
said component (see e.g., component 2 and leads 4 shown in Figs. 1(a) and 5).;i j 



Applicants submii that Hudson, Harada, Takaha^hi, Grossman, and Hong alone 



combination, fail to remedy the admitted deficiencies of Janisiewicz for at least the follbwin^ 



reasons. 



or in| 



Harada discloses ac marker printed with magnetic: ink at the: center of the component 7 ! ; 
According to Harada, a vacuum fastener having a magnetic sensor may attract the center of the 
component 8 Harada is devoid, however, of any teadiing or suggestion that the magnetic marker 
may indicate an orientation of a plurality of leads protruding from the component 



: Tikahashi merely ^discloses "a second camera for picking up a picture of a positioning 
mark or afiducial mark, e-g., a through-hole or the like, jthe positioning mark being pr^Viou^iy 
applied oiito a printed circuit board on the X- Y table,''* |There is no teaching of a fiducual n<aik 
on a component and, henie, no suggestion to use the caihera to detect a fiducial mark 
component or generate alignment data representing lead orientations, i| 



on a 



3 H : i : 

6 Id, at p. 3^4. 

7 SsgHarada, col. 6, 1L 15-23.: 
'id. ' j 

9 S^.Takahashi, col. 1, 11. 56-59. 
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Wliile Hudson discloses fiducial marks, there is no teaching or suggestion to usejsiich 
fiducial marks for correctly positioning components. jTo; the contrary, Hudson;,- teaches that tl|e 

fiducial marks are used fox! calibrating the center of a piclc-up nozzle 26 in relation to the field of 

1 i i - 

view of $i iamera 20. Furthermore, while Hudson does teach determining position correction 

information for a component, such information is determined during transport, j'ie. after tetrieval,. 
of the component. In vieW of the above, there clearly car^ be no motivation to detect fhcj fiduiial 
markings 1 6f Hudson, which are located on the bottom of ;a component, prior to; pick-up ,by;th<? 
nozzle 26, i r ! 



the leads. 
If 



Grossman merely discloses "a video camera loblring down on the base ^om abdye« Tjhe 
camera can input to the computer signals indicating the pjresence or absence of the objects, at the , 
points where sensors 38 arid 38' are shown." 10 There is ho teaching of a fiduoial mark pn a 
componeriit and, hence, noj suggestion to use the camera to detect a fiducial majrk on a ajwnpo lent 
or generate alignment data representing lead orientations. 

Hong discloses a pirn grid array inspection device; for segregating flawed pin grid arrays 
having bent leads from good pin grid arrays having no bfcnt leads. ; According jto Hong, 
of the pin-grid array are fully inserted into the corresponding holes of an inspection gauge, 
any of threads are bent by more than the hole radius; ftiction between the bent lead an|d its 
corresponding hole prevent the pin grid array from sitting down completely iiito the inspection * 
gaugb.' 2 Hong also teaches optical inspection receivers for receiving optical inspectio^ beans 
that indicate the presence of a good lead. 13 ' 

i : - ' ! 'I 

n i : !' 

i; • ! ! : i , : 

Applicants remind the Examiner that the Federal! Circuit has explained repeatedly tns* to: 

support an obvious rejection, the prior art must suggest not merely that modification ofjthe prior 

' ' 14 1 ' 

art is possible, but rather that the exact modification at issue is desirable. 

i ; • : : :. 



10 gee Grossman, col. 4, 11 2-6. 

11 See Hon& col. 5, 11. 33-44. : 

12 I& i 1 i 

lS & at coli! 6, 11.30-58. ... i 

14 Sfig, ajjlih re Laskowskt, 87 1 F.2d 1 15 :(Fed- Cir. 1989) (TPjhe] mere feet that the prior art could be so i 

^. fj „» U I_ tk*. .iulM.^n. nhtrinno nnlocc fhn nrirti- Ait RUffoested the desirability !of the modific 



would not have made the modification obvious unless the prior art suggested the desirability pf the modificato^n. 

9 i i 1 
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. The Examiner also is reminded that in order to esljablish such a prima fapie case, of | : 
obviousness, there must be some suggestion or motivation, either in the references ihexnSe^ves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the reference or. 
to combine reference teachings. 15 In addition, mere mustibe a reasonable expectation of j 
success. 16 Moreover, the prior art must teach or suggest all of the claim limitations." Sijich 
teaching or suggestion to make the claimed combination jjnd the reasonable expectation; , 

success must both be found in the prior art, not in applicant's disclosure. 16 \ 

i L i I • 

: l ! 

Applicants submit that even if Hudson, Harada, Tiakahashi, Grossman, ^nd Hong coujd : 
be combined with each other and wim Jatusie^cz, wmch Applets do not adimt, such 1 ': 
combination still would fail to disclose all the elements of independent claims !77, 82 and 85. 
Furthermore, the devices described in Hudson, Harada, Takahashi,' Grossman,; and Hong clearly i 
operate on different principles and therefore cannot be combined without destroying me j 
functionality of the corresponding devices. As such, there is no motivation orjsuggestkjn to I he i 
cited art for combining Hijdson, Harada, Takahashi, Grossman, and Hong with each other; or 
with Janisiewicz. ! j j 

For at least these rfeasons, Applicants submit that the outstanding grounds of rqfeciibns : 
are based ;on impermissible hindsight reconstruction, using Applicants 1 , claim as a template tx} 
reconstruct the claimed invention by picking and choosing isolated disclosures from the pjrio r 
art 19 The Examiner is required to do more than point td isolated disclosures of components from 
the prior art which are used separately or in other combinations; there must be some te^chin&, ' : 
suggestion, or incentive to make the combination made by the inventor/ 



.20 



i i 



/nreAfy^916F-2d680(FedjCir. 1990) (Although a prior art tericc ''may be capable ofbefcig modified to nm foe 

'! __ '. . . 4 i _ < aj +1 A.' «aA>ran/ia An. §Q„ W J m 



way [that applicant" s] apparatus is claimed,' Acre must be some suggestion or motivation in the reference to do 
15 See MPEP § 2143 citing Jh re Vaeck, 947 F.2d 488, 20 USPQ2d 11438 (Fed- Cir. 1991). 

"Id 

I : 
l » See J» ra Frttch, 972 F.2d 1260, 1266, 23 U.S.P.Q.2d 1780, 1784 (Fed Cir. 1992). 
20 Ss&Northem Telecom, Inc. v. Datapoint Corp., 908 F.2d 931, 934, 15 U.S.P.Q.2d 1321, 1323 (Fed. Cir. 

10 I I 



191*0), ' 
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Applicants submit that the prior art of record, including Janisiewicz, Hudson, Hajrajia,| " 
Takahasliii Grossman, andiHong fails to teach or suggestjall the elements of inilependenjt cjLfcims- . 
77, 82, and 85. In addition^ Applicants contend that the;prior art of record fails to provide <anjr " 
suggestion or motivation tt> modify or combine referedcfe! teachings or of a reasonable .| j- j 
expectation of success. Applicants submit, therefore, thiajt claims 77, 82, and 85 are allowable for 
at least thej reasons set form above and that claims 78-81^ 83, 84, and 86-90 are allowable j>y 
virtue of th' eir dependency! as well as on their own merit?, j, j j 



i > 



r j 



' • i 



■■ 1 
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Applicants submit this application is in condition for allowance and request favorable 



action in the form of a Notice of Allowance. 



August lOj 2004 



Kirkpatrick & Lockhart LLP 
Henry W.jOliver Building 
535 Smitlijfield Street 
Pittsburgh PA 15222 
Tel:. (412) 355-6500 
Fax: (412} 355-6501 '< 



Respectfully submitted, 




Robert V. Racunas, Jr 
Reg. No!. 43,027 
(412)! 355-6279 ■ 
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1 hereby certify that this correspondence is being facsimile transmitted to the Unjteji 
States Patent and Trademark Office 



on 




Signature ! 
Robert V. Racun&sj Jr. 



Typed or printed name of person of signing Certificate . ; \ 

' 3 * ' ! !' . J : 

Note:' Each paper must have its own certificate of mailing, or this certificate mjust identijfy' 

each submitted paper. j i ' 
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